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Office Action Summary 



Application No. 

09/359,335 



Examiner 



earned patent term adjustment. See 37 CFR 1 .704^) communication, even if timely filed, may reduce Iny 

ot3tUS 

1)13 Responsive to communication(s) filed on 16 NovemhRr9nni 
2a)D This action is FINAL. 2b)Ig| This action is non-final. 

3)D Since this application is in condition for allowance pyrpm fnr f«r^oi « 

Closed i„ aocortanoe with the ^^c: ^ETm?Qj^^ msT^,\ T3 o g"".,? '° '"^ '"^"'^ 
Disposition Of Claims ' • ■ 

m Claim(s) r-4,7-7Qanof??-?5 is/are pending in the application. 

4a) Of the above claim(s) 4__ is/are withdrawn from consideration. 

^ 5)n Claim{s) is/are allowed. 

\ 0[ 6)13 Claim(s) 1-3:7-10 and pp.p.i; js/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

1 0) 0 The drawing(s) filed on is/are: 3)0 accepted or bO objected to by the Examiner 

Applicant may not request that any objection to the dra^ng(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1) D The proposed drawing correction filed on is: a)D approved bjQ disapproved by the Examiner 

If approved, corrected drawings are required In reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a).(d) or m 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No 

. ; ° "tS^^^^^ -ived in this National Stage 

see the attached detailed Office action for a list of the^ertiS copiei not received 
14)n AcKnowledgment is made of a .aim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 
15^n iSn , '^"9uage provisional application has been received 

Attl^e^^^^^^ "^'"^ -^-^^ ^-S-C- §§^~r 121. 

Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) U Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



Appllcant(s) 

SIXTO ETAL 



Art Unit 

3739 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



4) □ Interview Summary (PTO-41 3) Paper No(s). 

5) U Notice of Informal Patent Application (PTO-1 521 

6) □ Other: ' 



Office Action Summary 



Part of Paper No. 18 
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Continued Prosecution Application 



The request filed on 11/16/01 for a Continued Prosecution Application (CPA) 
under 37 CFR 1 .53(d) based on parent Application No. 09359335 is acceptable and a 
CPA has been established. An action on the CPA follows. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2). and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The Changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) do not apply to the examination of this application as the application 
being examined was not (1) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1-3, 7 and 8 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Eggers et al. '019. Eggers et al. '019 disclose an electrosurgical device comprising an 
elongated body (180), a least one arm (188) and an electrode (182) coupled to the arm. 
Regarding claims 7 and 8 see element (192) and col. 18 lines 38-40. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 1 02 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eggers et al. '01 9. Eggers et al. '01 9 teach all of the limitations of the claims except the 
ceramic coating comprising alumina and titania and the thickness of the coating. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have provided a ceramic coating comprising alumina and titania of the desired 
thickness, since it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use as a matter of 
obvious design choice. 

Claims 22-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eggers et al. '01 9 further in view of Abele et al. '31 1 . Eggers et al. '01 9 teach all of the 
limitations of the claim except the electrode comprising a ceramic base material with a 
metallic coating. Abele et al. '31 1 teach that it is old and well known in the art to 
construct electrodes with a ceramic base material and metallic coating (col. 8 lines 62- 
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64). To have provided the Eggers et al. '019 device with an electrode formed by a 

ceramic base and metallic coating would have been obvious to one of ordinary skill in 

the art at the time the invention was made, particularly in view of the teaching of Abele 

et al. '31 1 that such is an old and well known type of electrode design. 

Response to Arguments 

Applicant's arguments filed 1 1/16/01 en fully considered but they are not 
persuasive. 

Regarding the argument that Eggers et al. does not teach a base section 
consisting of a continuous curve, in Figure 10a Eggers clearly illustrates the base 
section of the invention. As the figure illustrates the base section is in the shape of a 
continuous curve, which meets the claimed limitations of applicants invention. 

Regarding the argument that Abele et al. entirely coats the ceramic material and 
does not teach selective coating, in Figure 8 Abele et al. disclose selectively coating the 
ceramic material to meet certain design specifications. Hence selective coating is 
taught by Abele and Eggers in view of Abele meets the claimed limitations of the 
applicants invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rosiland S Kearney whose telephone number is 
703/308271 1 . The examiner can normally be reached on Mon.-Fri. 7:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on 703/3080994. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703/3080758 for 
regular communications and 703/3080758 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application 
proceeding should be directed to the receptionist whose telephone number is 
703/3080858. 

RK 

December 29, 2001 




Attachment for PTO-948 (Rcn . 03/01, or earlier) 

6/18/01 

The below text replaces the pre-printed text under the heading, 
"Information on How to Effect Drawing Changes," on the back 
of the PTO-948 (Rev. 03/01, or earlier) form. 

INFORMATION ON HOU TO LKFtC T l)K \U ING (H ANGtS 



1. Correction of Informalities -- 37 CFR 1.85 

New corrected drawings musi be lllcd wiifi the chan^jes m.orporaicd ilicrci 
Identifying indicia, if provided, should include the nilcr oMhe inveniion 
inventor's name, and application number, or dockei number (il any) .f an 
application number has not been assigned to the applicanon Ifihis mtormanon .s 
provided, it must be placed on the front of each sheei and ceniered within ihc lop 
margin If corrected drawings are required in a Nonce of Allowability (PTOL- 
37) the new drawings MUST be tiled within the THREE MONTH shonened 
statutory period set for reply in the Notice of Allowability Extensions of time 
may NOT be obtained under the provisions of 37 CFR I 1 36(a) or (b) for filing 
the cotrectcd drawings after the mailing of a Notice of Allowability The 
drawings should be filed as a separate paper with a transmittal letter addressed \o 
the OfTictal Draftsperson 

2. Corrections other than Informalities Noted by Draftsperson on form PTO- 
948. 

All changes to the drawmgs. other than intormalmcs noicd by uie Uralisperson. 
MUST be made in the same manner as above except that, normally, a highlighted 
(preferably red ink) sketch of the changes to be incorporated into tht new 
drawings MUST be approved by the examiner before the applicanon will be 
allowed No changes will be permitted to be made other ihiin correction oi 
informalities, unless the examiner has approved the proposed changes 

Timing of Corrections 

Applicant is required to subtnii the drawiny correcttons wuhtti the 
time period set in the attached Offtce cominunication See ^7 CFR 
1.85(a) 



Failure to take corrective action within the set period will result in 
ABANDONMENT of the apphcation 



